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Preparing for OppositionPreparing for Opposition

A guide to conducting effective Opposition and 
Appeal Proceedings at the European Patent Office 

The grant of a European Patent by the European Patent Office is a major step in the protection of an 
invention.  However it is not the final step.  A European Patent may be opposed and Opposition 
and Appeal Proceedings can be launched by one or more third parties.

Opposition proceedings, a highly structured process full of regulations and deadlines, can last for 
two years or more, followed by an Appeal procedure of another two years or more.

As will be described below, Opposition and Appeal Proceedings at the European Patent Office not 
only allow you to oppose or defend a Patent, but they also offer an opportunity to resolve validity 
conflicts, establish the strength of a Patent, or challenge and limit another party's rights.

If the proceedings are well-prepared and conducted promptly, the chances of success increase, 
while a substantial amount of time, effort and money is saved.  Undoubtedly, proper management 
of the process offers you a competitive advantage.

In addition, a carefully constructed monitoring and intervention strategy will pay dividends, 
particularly as the alternative to Opposition proceedings would be invalidity proceedings in a 
number of different countries.

This introductory guide, produced by the Murgityroyd & Company European Opposition and 
Appeal Team, outlines the procedures involved and offers advice, as well as checklists and practical 
suggestions, on how to conduct the proceedings more effectively.

Time, effort and money can be saved

Advice as well as practical suggestions
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There is much more to be gained

Monitoring to take early action

Avoid costly litigation

European Opposition and Appeal Proceedings may be conducted either on a one-off basis or as 
part of a general strategy of intellectual property management and enforcement.

Once proceedings are under way, the process must be reviewed regularly and all persons involved 
should be identified and kept informed.  This saves time, avoids unnecessary work and errors, and 
ensures that all time limits are met.

Just as important is the ongoing monitoring of the activities of competitors at the European Patent 
Office.  This is a cost-effective way to enable you to review the prosecution of their Patent 
applications, take the appropriate action at an early stage and build your case well within the set 
time limits.

Similarly, if you submit a powerful Notice of Opposition, it is possible to attack a Patent in all the 
designated European states with a single action, and so avoid costly country-by-country litigation.

For more information on effective management of Opposition and Appeal Proceedings, second 
opinions, additional input to proceedings already under way, and an ongoing monitoring service, 
contact Graham Murnane or Beverley Ouzman at tel. +44 (0) 141 307 8400.

22



 2. the Patent is maintained but in an amended 
form; 3. the Patent is revoked in its entirety.

With this decision the Opposition proceedings 
come to an end.

Within two months of the written notification 
of the decision, any party adversely affected by 
the decision has the right to file a Notice of 
Appeal.

The Notice of Appeal must be followed within 
four months of the date of the decision by a 
Statement of Grounds and Evidence.  Fresh 
evidence is usually not admitted at the Appeal 
stage, unless it is particularly relevant.

An appeal filed against a decision of the 
Opposition Division will involve both the 
proprietor of the Patent and the opponent(s).  
These proceedings are inter partes.

The Appeal proceedings may last two years or 
more.

Appeal proceedings are conducted in writing 
but any party to the proceedings can request 
oral proceedings.  This will take the form of a 
hearing held at the end of the written 
procedure.

A decision will be issued by the Board of 
Appeal.  With this decision the Appeal 
proceedings will terminate.

No further Appeal is possible against the 
decision of the Board of Appeal, although the 
Board of Appeal may allow a question of law to 
be submitted to an enlarged Board of Appeal 
in very limited circumstances.

7>End of the Opposition

8>The two month period to file a Notice 
of Appeal

9> Statement of Grounds and Evidence

10>Parties involved in an Appeal

11>Duration of the Appeal proceedings

12>Written and oral Appeal proceedings

13>Appeal decision.

14>No further Appeal

The ProcedureThe Procedure
1>The nine month period to file a Notice 
of Opposition.

2>Grounds for opposition

3>Contents of Notice of Opposition

4>Review Notice of Opposition

Duration of Opposition proceedings

5>Written and ora l  Oppos it ion 
proceedings

6>Opposition decision

Within nine months from the date of grant of a 
European Patent, any person can file a Notice 
of Opposition.

The grounds for opposition are defined in the 
European Patent Convention.  Typically, these 
might include assertions that the invention is 
not new, is not inventive, is not capable of 
industrial application or is not sufficiently 
described in the Patent to enable a skilled 
person to carry out the invention.

The Notice of Opposition must include all the 
grounds of opposition and cite all the evidence.  
It is difficult to introduce further grounds and 
evidence at a later stage in the proceedings.

The Receiving Section of the European Patent 
Office will review the Notice of Opposition 
regarding formal requirements.  It is possible to 
appeal against their decision (see below).

The Opposition proceedings last two years or 
more, usually taking about three to four years.

The Opposition proceedings are conducted in 
writing but any party to the proceedings has the 
right to request oral proceedings.  This will 
take the form of a hearing held in the European 
Patent Office in Munich at the end of the 
written procedure.

A decision by the Opposition Division of the 
European Patent Office will be issued in writing 
or, in cases where oral proceedings have been 
requested, at the hearing in Munich.  In such 
cases the verbal decision is short, and is 
followed by a more detailed decision in writing
 There are three possible decisions: I, the 
opposition is rejected and the Patent 
maintained unamended;. 33



Publication

All details of Opposition and Appeal proceedings, 
including grounds and evidence as well as your 
defence and the final decision, will be made available 
to the public.  Any oral proceedings are open to the 
public.  Thus even if you do not oppose a 
competitor's Patent, you can monitor the 
Opposition and Appeal process and attend oral 
proceedings. It is possible to set up automatic email 
alerts of any events happening in the Opposition and 
Appeal process, using the EPO's "epoline" service, 
and to view all the documents on-line.

Representation

A company from outside Europe must be 
represented at Opposition and Appeal proceedings 
by a European Patent Attorney or legal practitioner 
in one of the EPO member states, for example a 
solicitor or barrister.  However, it is important that 
the person conducting the proceedings is familiar 
with the European Opposition and Appeal process, 
while possessing all the skills and experience 
necessary to put a case across effectively 
appropriate to the requirements of this legal forum.
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What to do if your Patent
is opposed?
What to do if your Patent
is opposed?

If your Patent is opposed, bear the following in mind at the stages listed below.

 The European Patent Office will notify you quickly after a Notice of Opposition is filed.  If no 
Notices are filed within the nine month period, you will be informed accordingly within 20 days 
from the end of the nine month period.  If your Patent is opposed, you have to take action.  More 
than one Opposition can be filed by different parties.  All will be dealt with together in a single 
procedure.

 After receiving a Notice of Opposition, a formalities officer of the European Patent Office 
will immediately send a copy to you as Patent proprietor for your information.  He will then review 
the Notice to ensure that it complies with formal requirements.

If the formal requirements are met responsibility falls to the Opposition Division, who will invite 
you within a limited period of time to compile a response in the form of observations.  The period is 
typically four to six months.  Despite the time pressure, you must submit within the allocated time 
all the facts, evidence and arguments which should be considered in support of your Patent.

It may be appropriate to seek amendment of the claims of your Patent.

Your response will be forwarded to the opponent(s), who can then comment on your defence.  
You will have a further opportunity to react to their comments.

Evidence filed late may not be considered.  It is therefore vital that your initial response and 
reaction to comments are thorough and include all documents, expert opinions and written sworn 
statements upon which you wish to rely (even if you opt for oral proceedings, see below).  To 
achieve effective management of this crucial stage of the process, professional assistance is 
indispensable.

 Oral proceedings can provide an opportunity to argue your case in person. Not only can 
evidence be heard, but oral proceedings can also be a “backstop” to help prevent an early adverse 
written decision.

 You can appeal against the decision.

At 1>

At 4>

At 5>

At 6>
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Checklist before responding to a
Notice of Opposition
Checklist before responding to a
Notice of Opposition

Checklist before responding to a Notice of Opposition

If your Patent is opposed and you have to respond to a Notice of Opposition, check the following at 
stage 4 > previous page:

Issues to consider:  The relevance of the prior art cited by the opponent and other prior art known 
to you (check publication dates of any cited material).

Issues to consider:  What reduced scope of claims would be acceptable?

Issues to consider:  Although clarity is not a ground for opposition per se, the Patent must satisfy all 
articles and rules of the European Patent Convention after claims have been amended.  Any 
amended claim should also be reviewed to determine if it has an acceptable scope.

Issues to consider:  Evidence and arguments cannot be introduced at a later stage.  This is the last 
opportunity to complete prior art searches, conduct comparative testing or undertake the 
preparation of other evidence.

Issues to consider:  Did prior use or prior public disclosure of the invention cited by the opponent 
actually occur under terms of confidentiality?

Issues to consider:  Are witnesses required to counteract witness proposed by the opponent?  Are 
any witnesses required to counter claims of prior use or prior public disclosure?  Note:  The 
European Patent Office is generally reluctant to include witness testimony.

Assess the strength of the opponent's case

Evaluate amendments to limit the scope of claims

Assess the clarity of amended claims

Undertake searches/experimentation

Research history of invention

Identify expert witness
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What to do if you oppose
a Patent?
What to do if you oppose
a Patent?

If you oppose a Patent, bear the following in mind at the stages listed below.

 You must file a Notice of Opposition at the European Patent Office within the nine month 
period.  An extension of that period will not be granted.

 As all evidence and arguments must be filed with the Notice of Opposition, late evidence 
may not be considered unless it is extremely relevant. It is therefore important to complete prior 
art searches, investigate prior use or prior public disclosure of the invention, and inspect 
prosecution files of corresponding Patent applications in all relevant territories well before the nine 
month time limit expires.

Your Notice of Opposition must be thorough and identify all documents, expert opinions and 
written sworn statements upon which you wish to rely (even if you opt for oral proceedings, see 
below).  To achieve effective management of the crucial stage of the process, professional 
assistance is indispensable.

You will be notified of Oppositions filed by other parties.  All Oppositions will be dealt with 
together in a single procedure.  If there are other opponents, it may be advisable to arrange a 
meeting to agree a common strategy and avoid conflicting arguments.

 Following receipt of your Notice of Opposition, a formalities officer of the European Patent 
Office will immediately send a copy to the Patent proprietor and will then review the Notice to 
ensure that it complies with formal requirements, before passing the file to the Opposition 
Division.  The Opposition Division will then write to the proprietor, giving him a period to respond, 
typically four to six months.  All opponents can comment on this response.  The proprietor will 
have a further opportunity to react to their comments.

 A hearing can provide an opportunity to argue your case in person.  Not only can evidence 
be heard, but oral proceedings can also be a “backstop” to help prevent an early adverse written 
decision.

 You can appeal against the decision.

At 1>

At 3>

At 4>

At 5>

At 6>
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Checklist before filing a
Notice of Opposition
Checklist before filing a
Notice of Opposition

If you are opposing a Patent and you have to file a Notice of Opposition, check the following at stage 
3>on page 3.

Issues to consider:  Is the Patent being attacked globally?  What will be the effect on commercial 
relationships?

Issues to consider: Is revocation of the entire Patent sought?  Or just the limitation or removal of 
certain claims?  What reduced scope of the claims would be acceptable?

Issues to consider:  Evidence and arguments cannot be introduced at a later stage.  This is the last 
opportunity to complete prior art searches.

Issues to consider:  Prior use or prior public disclosure of the invention.  Inspection of prosecution 
files of corresponding Patent applications in all relevant territories.

Issues to consider: Which witnesses are required? Are any witnesses required to testify to a prior 
use or prior public disclosure?

If you are opposing a Patent and you have to comment on the response to a Notice of Opposition, 
check the following at stage 4> on page 3.

Issues to consider: Comments must be filed within the time limit laid down by the Opposition 
Division of the European Patent Office.

Issues to consider:  If the Patent proprietor amended the claims, it may be appropriate to conduct 
further searches and present additional arguments.

Assess why an Opposition should be filed

Assess what is expected of the Opposition

Undertake searches

Research history of invention

Identify expert witnesses

Checklist before commenting on a response to a Notice of Opposition

Check timetable

Assess the need for further searches
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Among the largest and most progressive firms of European Patent & Trade Mark 
Attorneys, Murgitroyd & Company have extensive experience of working with 
international organisations from all industrial sectors. We now have a staff of over 170 
including around 55 professional staff operating from eight European offices. 

We assist organisations in protecting their intellectual property rights and have a 
reputation for providing practical, commercially relevant and technically accurate 
advice. We also place great emphasis on good service, anticipating potential areas of 
difficulty and resolving problems effectively.

We have a diverse range of experienced professional staff and are able to directly 
represent clients in a variety of European jurisdictions in addition to the UK.

© Murgitroyd & Company 2000 - 2005
This guide is produced by the Murgitroyd & Company European Opposition and 
Appeal Team. It is intended to give general information only and is not intended as a 
source of legal advice applying to specific circumstances. 
The publishers do not accept any liability for errors or omissions. Information current 
at time of printing  (September 6, 2005).
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