
 

A guide to the  
unitary patent and 
Unified Patent Court

Briefing note 

With the Unified Patent Court (UPC) entering into 

force on 1 June 2023, you need to review your patent 

portfolio now to decide on the type of EP patent that 

provides the best fit for your commercial situation 

and objectives. Here, we explain the new changes in 

EP patent law, outline the pros and cons and explore 

the options available to you.

Contact our dedicated unitary patent team: 
 

Tel:  +44 (0) 141 307 8400 

Email: unitarypatent@murgitroyd.com 

Or speak to your usual Murgitroyd advisor.
murgitroyd.com  01

murgitroyd.com



Part one — the new changes in EP patent law
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It is helpful to think of the ‘unitary patent’ as a 

singular, central right from the administration 

perspective. Unlike a ‘classic’ EP patent, it will 

provide a single renewal fee for all states and the 

central recordal of assignments (among other 

things) via a single register. Its ‘unitary effect’ 

provides uniform protection and equal effect in all 

participating member states. For enforcement and 

validity, this unitary effect means that the UPC will 

have jurisprudence, with rights being enforced, 

revoked or lapsing in respect of all participating 

member states via a singular, central act.

The unitary patent system builds on the EPC in 

that its pre-grant phase is unchanged from that of 

a classic EP patent administered by the EPO.

At this final stage and within one month of the 

date of grant, an applicant selects the form of EP 

protection as being either:

i) a ‘classic’ European patent OR

ii) a ‘unitary’ patent providing ‘unitary effect’.

More flexibility for patent protection

The establishment of the UPC means that there 

are now at least three possible routes to secure a 

patent in Europe:

i) individual national/local filings

ii) a ‘classic’ EP, validated in selected EP territories

iii) a unitary patent.

We anticipate that most clients will opt for a 

combination of these routes, providing more 

flexibility. Our pan-European office network means 

that we are well-placed to support you with any 

of these options and reduce the costs of securing 

patent protection in the extended European 

region (under the EPC).

Key points to note: 

1. If the unitary patent is chosen at the grant 

stage, the Unified Patent Court (UPC) is 

automatically applied as the governing 

court, rather than the courts of the separate 

national EPC states. This means that central 

enforcement will take effect in participating 

member states, alongside revocation in all 

these states via a single action at the UPC.

2. For a time-limited ‘transitional’ period (an 

initial seven years which may be extended by 

a further seven years), actions for infringement 

or revocation may still be brought before 

national courts for a classic EP patent. That 

is, during this transitional period, the patent 

holder of a classic EP patent has a choice of 

litigation forum — either the national courts  

or UPC. 

3. Importantly, this means that once the 

transitional period ends (seven years), both 

patent types (‘classic’ and ‘unitary’) via the 

EPO will fall under the jurisdiction of the 

UPC — meaning centralised enforcement and 

revocation via of the UPC.                                      

4. Oppositions at the EPO will continue to be a 

part of the post-grant process. If subsequent 

litigation takes place at the UPC, the UPC may 

stay its proceedings pending a decision by the 

EPO Opposition Division. 

Which countries are participating in the 
UPC? (see map on page four)

There are 38 Contracting States to the EPC 

available as classic EP patents. 

Currently, 24 of the 27 Member States of the 

European Union have signed-up to the unitary 

patent system. However, of these only 17 are 

expected to be available under the unitary patent 

system when it comes into force. These are: 

Austria, Belgium, Bulgaria, Denmark, Estonia, 

Finland, France, Germany, Italy, Latvia, Lithuania, 

Luxembourg, Malta, the Netherlands, Portugal, 

Slovenia and Sweden. 

The remaining 21 states will be available as classic 

EP patents (notable countries include Ireland, 

Norway, Spain, Switzerland, Turkey and the UK). 

This means that patent owners will most likely use 

a combination of these two patent types — ‘classic’ 

and ‘unitary’.



Opting out of the UPC
Throughout the initial transition period, it will be 

possible to remove a patent granted by the EPO 

from the jurisdiction of the UPC by registering 

an opt-out at the UPC Registry (at any time after 

grant). There is no official fee for opting out. 

Also, a three-month ‘sunrise period’ (March to 

May 2023) will be available in the run-up to the 

start of the UPC, allowing patentees to opt out of 

pre-existing European patents once everything 

is in place but before the UPC enters into force. 

By opting out, infringement and validity will be 

possible only via the national courts. The UPC 

has no jurisdiction over an opted out, ‘classic’ EP 

patent.

If an opt-out is not registered, any existing patents 

granted in a participating EU member state will be 

under UPC jurisdiction by default, meaning that 

third parties will be able to challenge the validity of 

patent rights soon after the UPC comes into force. 

If an action is filed before an opt-out is registered, 

you will be locked into the UPC.

Supplementary Protection Certificates (SPCs) will 

follow what happens on the EP patent on which 

they are based. So, if the European patent is opted 

out, the SPC must also be opted out. If the SPC 

and the patent are owned by different entities, all 

owners must opt out in agreement. This will need 

further attention by all parties concerned.

When should I obtain a unitary patent?
EPs granted on or after 1 June 2023 will be 

eligible for unitary effect. Once the UPC is in force, 

applicants can file a request for unitary effect at 

the EPO within one month of EP grant publication. 

Before the UPC enters into force, the provisional 

‘sunrise period’ period will also allow applicants to 

explicitly request that the EPO delays its decision 

to grant, to ensure that the decision issues on 

or after the UPC date to enable a request for a 

unitary patent. The unitary patent is a post-grant 

procedure (pending applications are not affected) 

so requesting this delay of grant may be attractive 

if you see a unitary patent (centralised admin, 

single renewal fee, singularly effective infringement 

and revocation, etc.) as the preferred option. 

Unitary patent renewals 
Renewal fees for unitary patents may be less 

expensive than a classic EP patent. Maintaining a 

unitary patent requires only one renewal fee paid 

to the EPO.

This means that:

• The unitary patent renewal fee will be 

equivalent to the fees that had to be paid for 

four countries under the ‘classic’ EP system.

• The single annual fee will be around €5k 

(cumulative) for the first ten years (of the 20-

year term).

• Total fees for maintaining a unitary patent 

over the full 20-year term could be around 

35k. When compared to the total fees for 

maintaining a classic EP validated in DE, FR, NL 

and IT, this means a saving of around €1.7k.
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UPC participant map
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Part two — the pros and cons of the unitary patent and UPC
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The potential advantages:

1. EPO acts as a one-stop shop for the 

administration of unitary patents (i.e., for 

obtaining, maintaining and managing them via 

a central register).

2. UPC provides a central court, common to all 

participating states, which aims to provide 

consistent jurisprudence and increased legal 

certainty. UPC may enhance legal certainty 

through harmonised case law on patent 

infringement and validity.

3. Removes need to appoint local attorneys for 

representation in multiple states and avoids 

validation and translation requirements. 

After an initial ‘translation transition’ period 

(six years), no post-grant translations will be 

required for unitary patents. During this period, 

a translation will be required for information 

only and will not have any legal effect.

4. Requires one single renewal fee payable to the 

EPO, in one currency, against the same renewal 

deadline. This is expected to be a lower 

cumulative fee than in the ‘classic’ system.

5. Further cost savings through limited 

translation costs and the centralised post-grant 

management for the recordal of transfers, 

licences and other rights, with reduced 

administrative tasks as the EPO operates under 

a single legal regime (i.e., with regard to the 

format and type of documents and evidence 

required for registration).

6. Unitary patents can be combined with 

classic EP patents. Owners will have the 

option of requesting a unitary patent (for the 

participating member states) and a classic EP 

Patent validated in selected countries (of the  

21 that have not ratified the UPC). In this way, 

the two systems will co-exist.

The potential disadvantages:

1. Centralised revocation of the entire unified 

patent right (in all participating member 

states) is available via a single action before 

the UPC. As the official fee for centralised 

revocation will be 20k, it may be expensive for 

smaller companies.

2. Centralised renewal costs may increase. Only 

17 countries have ratified and will participate in 

the UPC. Traditionally, if a patent owner would 

only validate their European patent in a small 

number of states (less than four), the unitary 

patent renewal is likely to be more expensive.

3. National validations will likely continue to be 

needed anyway, as not all countries are part of 

the UPC.

4. The unitary patent does not provide an option 

to abandon patent protection in selected states 

(e.g., to reduce ongoing renewal costs). An 

owner is locked in to paying the full renewal 

fee. Missing the centralised payment will see 

the unitary patent lapse in all 17 countries.

5. Obtaining an injunction via the untested UPC 

may be a significant concern for some that rely 

on injunction for certain products in specific 

EP states. Infringement proceedings may be 

familiar, cheaper and more predictable in that 

EP state than via untested and potentially 

expensive UPC proceedings. 



Part three — what action should I take now?

From 1 June 2023, the proposed default 
conditions upon the grant of an EP patent 
are:

1. The granted patent will be under the 

jurisdiction of the UPC. An opt-out may be 

requested at any time, including during the 

initial ‘sunrise period’ or at any time post-grant 

(while the ‘transitional’ provisions are in force). 

Any enforcement and revocation would then 

proceed exclusively at the individual national 

courts and the UPC would have no jurisdiction. 

2. The granted patent will be a classic EP patent, 

requiring national validation. Unitary effect 

must be specifically requested. If unitary effect 

is requested, a unitary patent is obtained 

which falls under the exclusive jurisdiction of 

the UPC.

Patent owners must review their portfolios and 

decide whether to opt out of the UPC ahead of 1 

June 2023. The following questions might help to 

guide you.

1. Are you comfortable with the potential for 

centralised revocation of an important patent?

If a particular patent provides significant 

commercial value, centralised revocation in all 17 

states could be a significant concern. If so, then 

opting out of the UPC is probably needed during 

the sunrise period (note that opting out is only a 

‘transitional’ measure for an initial seven years).

If your EP patent is strong and/or litigation is 

unlikely, then pan-European revocation may not 

be a great concern and you may consider it better 

to take advantage of the common renewal fee and 

centralised administration of the unitary patent 

(for recordal of assignments, etc).

2. Does your patent protection need to extend 

beyond three European states?

If not, then the ‘classic’ system of separate 

validations may be more cost effective. If you 

require filing in four or more states and minimising 

cost is your priority, a unitary patent might be the 

better option.

3. If your patent is jointly owned, can you reach  

an agreement among all proprietors on whether 

to proceed with unitary effect?

Requesting unitary effect (or opting out) requires 

all registered proprietors (as currently recorded 

on the EPO register) to sign the request. As such, 

there must be agreement to proceed. If agreement 

cannot be reached, the patent will proceed with 

the above default provisions. 

4. Is it likely that you will transfer or license  

your EP patent, or change the company name  

or address?

If so, the centralised administration of a unitary 

patent could be the better option. 

5. Are you concerned that the UPC has no  

existing case law?

If so, it may be wise to consider opting out during 

the ‘sunrise period’. This will prevent your patent 

from being drawn into the UPC via a third party 

filing a central revocation action. 

Talk to us 
We recommend that you speak to our experts ahead 

of UPC implementation so that we can help you form 

a plan best suited to your individual needs. 

Get in touch with our our dedicated team at  

unitarypatent@murgitroyd.com  

or your usual Murgitroyd advisor.
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